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DETAILED ACTION 

Claim Objections 

1 . The numbering of claims is not in accordance with 37 CFR 1 . 126 which requires the 
original numbering of the claims to be preserved throughout the prosecution. When claims are 
canceled, the remaining claims must not be renumbered. When new claims are presented, they 
must be numbered consecutively beginning with the number next following the highest 
numbered claims previously presented (whether entered or not). 

Misnumbered claims 24-36 must be renumbered 18-30. 

2. Claim 6 objected to because of the following informalities: 

Claim 6 recites "as claimed Claim 1." It should recite "as claimed in Claim 1." 
Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 2 and 4 rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 2 recites "0.8DzD2." The character "□" is unclear. For the purpose of this office 
action, "0.8DzD2" will be treated as "0.8<z<2" as recited in the previously presented claims. 

Claim 4 recite "yD4." The character "□" is unclear. For the purpose of this office 
action, "y D4" will be treated as "y<4" as recited in the previously presented claims. 



Application/Control Number: 1 0/5 84,2 1 8 
Art Unit: 1795 



Page 3 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S. C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. Claims 1-2, 5-9, 12-13 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Inoue et al. (JP 09245771, see machine translation). 

Regarding claim 1, Inouc et al. discloses an anode material [0019] for a secondary battery 
(Drawing 1) having at least an anode (1), a cathode (2) and a lithium-ion conducting non- 
aqueous electrolyte [0007] comprising: 

• an Si oxide and at least one noble metal (see SiAgOi.s, [0019]). 

The machine translation of Inoue et al. mistranslates "negative pole material capable of 
storaging and discharging lithium ion" (see English abstract of JP 09245771 A) to "cathode 
material which can emit [occlusion and] a lithium ion" (see claim 1). Further, negative pole 
material is mistranslated to cathode material throughout the machine translation. 

Regarding claim 2, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode material for a secondary battery: 

• wherein when the Si oxide is expressed in SiOz, 0.8<z<2 (see SiAgOi.s, [0019]). 
Regarding claim 5, Inoue et al. discloses all claim limitations set forth above and further 

discloses an anode material for a secondary battery: 
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• further comprising lithium metal (see "These may be compound oxides with 
lithium," [0019]). 

Regarding claim 6, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode material for a secondary battery: 

• wherein the noble metal is at least one metal selected from the group consisting of 
Pd, Ag, Pt, Au, Rh, Ir, Ru, Os and Re (see SiAgOi.s, [0019]). 

Regarding claim 7, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode material for a secondary battery: 

• wherein when a ratio of Si atoms to noble-metal atoms is expressed in a:b, 
0.01<b/a (see SiAgO L5 , [0019], b/a = 1/1 = 1 > 0.01). 

Regarding claim 8, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode material for a secondary battery: 

• partially or wholly having an amorphous structure (see mainly amorphous, 
[0020]). 

Regarding claim 9, Inoue et al. discloses an anode (1) for a secondary battery (Drawing 
1) comprising: 

• an activator layer (see electrode mixture, [0003]) having a film-structure anode 
activator (see film, [0004]) which comprises 

o the anode material [0019] for a secondary battery (Drawing 1) as claimed 

in Claim 1 (see SiAgO L5 , [0019]) 
o on at least one side of an anode collector (see current collection object, 

[0007]). 
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Regarding claim 12, Inoue et al. discloses an anode (1) for a secondary battery (Drawing 
1) comprising: 

• an activator layer (see electrode mixture, [0003]) having a particulate-structure 
anode activator (see particle, [0015]) which comprises 

o the anode material [0019] for a secondary battery (Drawing 1) as claimed 

in Claim 1 (see SiAgOi.s, [0019]) 
o on at least one side of an anode collector (see current collection object, 

[0007]). 

Regarding claim 13, Inoue ct al. discloses all claim limitations set forth above and further 
discloses an anode for a secondary battery: 

• wherein the anode activator is formed by mechanical processing [0014]. 
Regarding claim 16, Inoue et al. discloses all claim limitations set forth above and further 

discloses an anode for a secondary battery: 

• wherein the anode activator is further heat-treated (see calcination, [0014]). 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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8. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. I, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

9. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

10. Claims 3-4, 24-25, 28-29, 32, 34 and 36 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Inoue et al. (JP 09245771, see machine translation). 

Regarding claim 3, Inoue et al. discloses an anode material [0019] for a secondary battery 
(Drawing 1) having at least an anode (1), a cathode (2) and a lithium-ion conducting non- 
aqueous electrolyte [0007] comprising: 

• a lithium silicate (see "These may be compound oxides with lithium," [0019]) and 
at least one noble metal (see SiAgOi.5, [0019]). 
Inoue et al. does not explicitly disclose an anode material of a lithium silicate and a noble 
metal. Inoue et al. discloses an anode material of a silicon oxide and a noble metal which may 
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be compounded with lithium. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to make an anode material of a lithium silicate and a noble 
metal by compounding the SiAgOi.s with lithium as described by Inoue et al. 

Regarding claim 4, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode material for a secondary battery: 

• wherein when the lithium silicate (see SiO and "These may be compound oxide 
with lithium oxide," [0018]) is expressed in LixSiOy, 0<x and 0<y<4. 

Inoue et al. does not explicitly disclose the molecular formula of the compound oxide 
formed. Inoue et al. discloses an anode material of a silicon oxide may be compounded with 
lithium oxide to form a compound oxide which would form Li2Si02. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time of the invention to make an anode 
material of a silicon oxide compounded with lithium oxide to form a compound oxide which 
would form Li 2 SiC>2 

Regarding claim 24, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode material for a secondary battery: 

• partially or wholly having an amorphous structure (see mainly amorphous, 
[0020]). 

Regarding claim 25, Inoue et al. discloses an anode (1) for a secondary battery (Drawing 
1) comprising: 

• an activator layer (see electrode mixture, [0003]) having a film-structure anode 
activator (see film, [0004]) which comprises 
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o the anode material [0019] for a secondary battery (Drawing 1) as claimed 
in Claim 3 (see SiAgOi. 5 ,and "These may be compound oxides with 
lithium," [0019]) 

o on at least one side of an anode collector (see current collection object, 
[0007]). 

Inoue et al. does not explicitly disclose an anode material of a lithium silicate and a noble 
metal. Inoue et al. discloses an anode material of a silicon oxide and a noble metal which may 
be compounded with lithium. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to make an anode material of a lithium silicate and a noble 
metal by compounding the SiAgOi.s with lithium as described by Inoue et al. 

Regarding claim 28, Inoue et al. discloses an anode (1) for a secondary battery 
(Drawings 1) comprising: 

• an activator layer (see electrode mixture, [0003]) having a particulate-structure 
anode activator (see particle, [0015]) which comprises 

o the anode material [0019] for a secondary battery (Drawing 1) as claimed 
in Claim 3 (see SiAgOi. 5 ,and "These may be compound oxides with 
lithium," [0019]) 

o on at least one side of an anode collector (see current collection object, 
[0007]). 

Inoue et al. does not explicitly disclose an anode material of a lithium silicate and a noble 
metal. Inoue et al. discloses an anode material of a silicon oxide and a noble metal which may 
be compounded with lithium. Therefore, it would have been obvious to one of ordinary skill in 
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the art at the time of the invention to make an anode material of a lithium silicate and a noble 
metal by compounding the SiAgOi.s with lithium as described by Inoue et al. 

Regarding claim 29, Inoue et al. discloses all claim limitations set forth above and further 
discloses an anode for a secondary battery: 

• wherein the anode activator is formed by mechanical processing [0014]. 
Regarding claim 32, Inoue et al. discloses all claim limitations set forth above and further 

discloses an anode for a secondary battery: 

• wherein the anode activator is further heat-treated (see calcination, [0014]). 
Regarding claim 34, Inoue ct al. discloses a non-aqucous electrolytic solution secondary 

battery (Drawing 1) comprising: 

• the anode (1) for a secondary battery (Drawing 1) as claimed in Claim 25 (see 
SiAgOi. 5 ,and "These may be compound oxides with lithium," [0019]; [0003], 
[0004] and [0007]). 

Inoue et al. does not explicitly disclose an anode material of a lithium silicate and a noble 
metal. Inoue et al. discloses an anode material of a silicon oxide and a noble metal which may 
be compounded with lithium. Therefore, it would have been obvious to one of ordinary skill in 
the art at the time of the invention to make an anode material of a lithium silicate and a noble 
metal by compounding the SiAgOi.s with lithium as described by Inoue et al. 

Regarding claim 36, Inoue et al. discloses a non-aqueous electrolytic-solution secondary 
battery (Drawing 1) comprising: 
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• the anode (1) for a secondary battery (Drawing 1) as claimed in Claim 28 25 (see 
SiAgOi.5,and "These may be compound oxides with lithium," [0019]; [0003], 
[0007] and [0015]). 

11. Claims 10-11, 14-15, 26-27 and 30-31 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Inoue et al. (JP 09245771, see machine translation) as applied to claims 9, 12, 
25 and 28 above, in further view of Ikeda et al. (EP 1,231,654). 

Regarding claims 10-11, 14-15, 26-27 and 30-31, Inoue et al. discloses all claim 
limitations set forth above, but does not explicitly disclose: 

• wherein the activator layer is formed by a vacuum film-forming method. 

• wherein the vacuum film-forming method is CVD, vacuum deposition or 
sputtering. 

Ikeda et al. discloses an anode (2) for a secondary battery (Fig. 1) wherein the activator 
layer is formed by a vacuum film-forming method [0038] wherein the vacuum film-forming 
method is CVD, vacuum deposition or sputtering [0038] to reduce the stress caused by repeated 
charge-discharge cycles [001 1]. Inoue et al. and Ikeda et al. are analogous art because they are 
directed to lithium secondary batteries. Therefore, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to make the anode of Inoue et al. with the method of 
Ikeda et al. to reduce the stress caused by repeated charge-discharge cycles. 
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12. Claims 17, 33 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Inoue et al. (JP 09245771, see machine translation) as applied to claims 9, 12, 25 and 28 above, 
in further view of Takada et al. (U.S. 2004/0166409). 

Regarding claims 17, 33 and 35, Inoue et al. discloses all claim limitations set forth 
above, but does not explicitly disclose an anode for a secondary battery: 

• wherein a center-line average roughness (Ra) of the anode collector is 1/10 or 
more of a thickness of the anode collector. 

Takada et al. discloses an anode (10) for a secondary battery (Fig. 2) wherein a center- 
liner average roughness (Ra) of the anode collector (1 1) is 1/10 or more (see Example 2-4, 10/15 
> 1/10) of a thickness of the anode collector (1 1) to prevent the peeling of the anode active 
material layer from the current collector [0022]. Inoue et al. and Takada et al. are analogous art 
because they are directed to lithium secondary batteries. Therefore, it would have been obvious 
to one of ordinary skill in the art at the time of the invention to make the anode of Inoue et al. 
with the current collector of Takada et al. to prevent the peeling of the anode active material 
layer from the current collector. 

Conclusion 

13. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sean P. Cullen whose telephone number is 571-270-125 1 . The 
examiner can normally be reached on Monday thru Thursday 6:30 a.m. to 5:00 p.m. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Basia Ridley can be reached on 571-272-1453. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/S. P. CJ 

Examiner, Art Unit 1795 



/Basia Ridley/ 

Supervisory Patent Examiner, Art Unit 1795 



